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DETAILED ACTION 

1 . Claims 1 , 3, 4, and 7 are pending in the application and are presented below for 
examination. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth In 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1 /27/2006 has been entered. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 
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Specification 

4. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

There is no antecedent basis in the specification for the term "using", as recited 
in claim 1 line 5. This term should be changed to "based on" (per [0011] line 6, [0022] 
lines 1 and 3). 

Likewise, there is no antecedent basis in the specification for the term "using" in 
claim 1 line 8. This term should be changed to "based on" (per [001 1] line 8, [0022] line 
4). 

There is no antecedent basis in the specification for the term "physically 
separate", as recited in claim 1 line 11. 

There is no antecedent basis in the specification for the term 'SA/hen" as it is used 
in claim 1 line 13. 

There is no antecedent basis in the specification for the limitation "wherein the 
central controller transmits signals to and receives signals from the protocol converter 
using the Ethernet communications protocol", as recited in claim 1 line 15. 

There is no antecedent basis in the specification for the limitation "transmitting, 
by the central controller, the received control command based on an Ethernet 
communication protocol to a protocol converter", as recited in claim 7 line 6. 

There is no antecedent basis in the specification for the term "physically 
separate", as recited in claim 7 line 8. 
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The claims should be re-written using only the exact language contained in the 
original disclosure. This is considered necessary in order to insure certainty in 
construing the claims in the light of the specification, and to clarify issues of enablement 
and new matter. 
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Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most neariy connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his invention. 

6. Claims 1 . 3, 4, and 7 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

There is no support in the original specification for the term "using", as recited in 
claim 1 line 5. This term should be changed to "based on" (per [0011] line 6, [0022] 
lines 1 and 3). 

Likewise, there is no support in the original specification for the terni "using" in 
claim 1 line 8. This term should be changed to "based on" (per [0011] line 8, [0022] line 
4). 

There is no support in the original specification for the term "physically separate", 
as recited in claim 1 line 11. 

There is no support in the original specification for the terni "when" as it is used in 
claim 1 line 13. 

There is no support in the original specification for the limitation "wherein the 
central controller transmits signals to and receives signals from the protocol converter 
using the Ethernet communications protocol", as recited in claim 1 line 15. 
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There is no support in the original specification for the limitation "transmitting, by 
the central controller, the received control command based on an Ethernet 
communication protocol to a protocol converter", as recited in claim 7 line 6. 

There is no support in the original specification for the term "physically separate", 
as recited in claim 7 line 8. 

Claims 3 and 4 depend from claim 1 and incorporate the same deficiencies. 

The claims should be re-written using only the exact language contained in the 
original disclosure. This is considered necessary in order to insure certainty in 
construing the claims in the light of the specification, and to clarify issues of enablement 
and new matter. 
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7. Claims 1 , 3, 4, and 7 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. Claims 1 and 7 contain subject matter 
which was not described in the specification In such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

The specification appears to disclose two separate embodiments. The first 
embodiment discloses a central control system comprising a central controller and a 
protocol converter locally attached through a cable to a serial port of the central 
controller in accordance with a serial protocol, such as RS-232. in the first embodiment, 
the protocol converter converts between a serial protocol, such as RS-232, and an air 
conditioner communication protocol, such as RS-485. Unlike the second embodiment, 
the protocol converter of the first embodiment does not convert an Ethernet protocol at 
all. This is because an Ethemet pnstocol is not a serial protocol, such as RS-232, as 
disclosed in the first embodiment. Rather, network nodes using an Ethernet protocol 
are linked by coaxial cable, by fiber optic cable, or by twisted-pair wiring. None of these 
cables can be considered to employ a serial protocol, such as RS-232. This 
embodiment corresponds to original "system" claim 1, and Is described in the 
specification at [0014]-[0029] and Figs. 2-3. 

The second embodiment discloses a "method" in which a protocol converter 
converts a control command based oh an Ethemet communication protocol Into a 
control command in the fomri of an air conditioner communication protocol. Unlike the 
first embodiment, this second embodiment does not disclose a "central controller" at all. 
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At best, it must be assumed that the central controller and protocol converter are the 
same unit. Thus, they cannot be separate entities, locally attached through a cable, as 
disclosed in the first embodiment. This second embodiment corresponds to original 
"method" claim 7, and is described in the specification at [0030]-[0034] and Fig. 4. 

During the course of prosecution, independent claim 1 has been amended in 
such a way as to incorporate features from the second embodiment, and independent 
claim 7 has been amended in such a way as to incorporate features from the first 
embodiment. For example, claim 1 has been amended to recite a protocol converter 
that transmits and receives signals using the Ethernet communications protocol. And 
claim 7 has been amended to recite a central controller. These amendments are not 
proper since the two embodiments are mutually exclusive and distinct, and are largely 
incapable of being used together. 

As such, one of ordinary skill in the art would not know how to make the claimed 
inventions with respect to claims 1 and 7. For example, regarding claim 1, one would 
not know how to transmit and receive signals using Ethernet protocol (as claimed) in 
accordance with a serial protocol, such as RS-232 (as disclosed in the specification). 
This is because Ethernet protocol is not a serial protocol. And regarding claim 7, one 
would not know how to transmit, by the central controller, the received control command 
based on an Ethernet communication protocol to a protocol converter, since the 
specification discloses that the central controller transmits the received control 
command to the protocol converter based on a serial protocol, such as RS-232, and an 
Ethernet protocol is not a serial protocol. Also, regarding claim 7, one would not know 
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how to use the claimed protocol converter to directly transmit data to the claimed 
remote controller, while bypassing the claimed central controller. 

Claims 3 and 4 depend from claim 1 and incorporate the same deficiency. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2} 
of such treaty in the English language. 

9. Claims 1, 3, 4, and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takai et al (U.S. Pub 2002/0029096). 

Takai et al. discloses: 

1. A central control system (e.g., Fig. 4) that controls multiple air conditioners 
(e.g., [0014]-[0015]) including at least one outdoor device (e.g., Fig. 1 #301) and a plurality 
of indoor devices (e.g., [0026]), comprising: 

a central controller (e.g., Fig. 1 #110, 140-143) connected to the multiple air 
conditioners through a dedicated line (e.g.. Fig. 1 #401), for transmitting and receiving 
signals using an air conditioner communication protocol (e.g., [0028]), to control the 
multiple air conditioners (e.g., [0027], [0030], [0031], [0049]), the central controller being 
configured to connect to a remote controller (e.g., Fig. 4 #700-702) via an Internet network 
(Figure 4), for transmitting and receiving signals using an Ethernet communication 
protocol (e.g., [0002], [0047] -[0049]) and to receive a control command from the remote 
controller for the multiple air conditioners (e.g., [0027], [0049]); and 
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a protocol converter (e.g.. Fig. 1 #120, 130, 200-203) physically separate from and 
locally attached through a cable (e.g.. Fig. 1 #400) with the central controller, that performs 
a communication protocol conversion of a signal (e.g., [0047]-[0049]) when the control 
command is transmitted to the multiple air conditioners through the Internet network (e.g., 
[0027], [0047]-[0049]), wherein the central controller transmits signals to and receives 
signals from the protocol converter using Ethernet communication protocol (e.g., [0002], 
[0047]-[0049]) and the protocol converter converts signals between Ethernet 
communication protocol and the air conditioner communication protocol (e.g., [0002], 
[0047]-[0049]), 

wherein the central controller comprises a signal storage device (e.g., Fig. 1 #110) 
that stores the control command received through the Internet network, an Internet data 
storage device that stores data for accessing the Internet network and IP address data (e.g., 
[0047]-[0049]), and a controller that controls a flow of signals transmitted and received 
through the Internet network, and controls the protocol converter to perform a 
communication protocol conversion of a signal (e.g., Fig. 1 #1 10, 140-143). 

3. The central control system as set forth in claim 1, wherein the central 
controller comprises: 

a control program driver that drives a control program accessible by a GUI 
(Graphic User Interface) for controlling the multiple air conditioners (e.g., [0043] [0044], 
[0047]-[0048]). 

4. The central control system as set forth in claim 3, wherein the central 
controller comprises: 
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a control program transmitter that transmits the control program to the remote 
controller through an Internet browser in response to a request from the remote controller 
received through the Internet network (e.g., [0048]-[0049]). 

1. A method of operating a central control system for multiple air conditioners 
(e.g., [0014]-[0015], [0027], [0049]), comprising: 

receiving by a central controller (e.g., Fig. 1 #110, 140-143) a control command for 
the multiple air conditioners that is transmitted from a remote controller (e.g., Fig. 4 #700- 
702) over an Internet network (e.g.. Fig. 4, [0047] -[0049]); 

transmitting, by the central controller (e.g.. Fig. 1 #110, 140-143), the received 
control command based on an Ethernet communication protocol (e.g., [0002], [0047]- 
[0049], EN: because the command is received with a browser, Ethernet protocol is 
used/anticipated) to a protocol converter (e.g., Fig. 1 #120, 130, 200-203), physically separate 
from and locally attached through a cable (e.g., Fig. 1 #400) with the central controller; 

converting, by the protocol converter, the received control command into a control 
command based on an air conditioner communication protocol (e.g., paragraph 28, 29, 31); 

transmitting the control command based on the air conditioner communication 
protocol to the multiple air conditioners (e.g., paragraph 28-31, 40); 

performing a control operation of the multiple air conditioners in response to the 
control command based on the air conditioner communication protocol (e.g., paragraph 26- 
29,31,47-49); 

converting, by the protocol converter, control condition data of the multiple air 
conditioners into control condition data based on an Ethernet communication protocol 
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(e.g., [0002], [0047]-[0049], EN: because the command is received with a browser, Ethernet 
protocol is used/anticipated); and 

transmitting, by the protocol converter, data representing control conditions of the 
multiple air conditioners to the remote controller over the Internet network (e.g., paragraph 
47,48). 

The Office would like to point out that any reference to specific figures, columns 
and lines should not be considered limiting in any way, the entire reference is 
considered to provide disclosure relating to the claimed invention. 
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10. Claims 1, 3, 4. and 7 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Masui et al (U.S. Pub 2003/0140637). 

Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP§ 201.15. 

For example, Matsui et al discloses (claim 7) a method of operating a central 
control system for multiple air conditioners, comprising: 

receiving by a central controller (e.g., Fig. 1 #13 and #10) a control command for 
the multiple air conditioners that is transmitted from a remote controller over an Internet 
network (e.g., paragraph 134, 141, 148, reference number 13); 

transmitting, by the central controller, the received control command based on an 
Ethernet protocol to a protocol converter (e.g.. Fig. 1 #6), physically separate from and 
locally attached through a cable with the central controller (EN: central processing 
means 10 receives the command via reference number 13 in Ettiernet protocol, the 
command is then sent to the converter 6, therefore an Ethemet communications 
protocol is used): 

converting by the protocol converter the received control command into a control 
command based on an air conditioner communication protocol (reference number 6, 
paragraph 143. 148); 

transmitting the control command based on the air conditioner communication 
protocol to the multiple air conditioners (paragraph 143, 148); 



Application/Control Number: 10/702,469 Page 15 

Art Unit: 2125 

performing a control operation of the multiple air conditioners in response to the 
control command based on the air conditioner communication protocol (paragraph 148); 

converting, by the protocol converter, control condition data of the multiple air 
conditioners into control condition data based on an Ethernet communication protocol 
(e.g.. Fig. 1 #6); and 

transmitting, by the protocol converter, data representing control conditions of the 
multiple air conditioners to the remote controller over the Internet network (paragraph 
149). 

The Office would like to point out that any reference to specific figures, columns 
and lines should not be considered limiting in any way, the entire reference is 
considered to provide disclosure relating to the claimed invention. 
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Response to Arguments 

11. Applicant's arguments, see pages 5-7, filed 11/27/2006, with respect to the 
rejection of claims 1-15 under 35 U.S.C. 102(b) as being anticipated by Takai et al. US 
2002/0029096 have been fully considered but they are not persuasive. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
on page 6 of the arguments (i.e., "Applicants submit that their protocol converter only 
performs protocol conversion on data received from a remote controller (see, for example, 
paragraph [0024] of Applicants' specification. In this regard, Applicants submit that their central 
controller is connected to air conditioners through a dedicated line, through which control 
commands originating from the central controller (rather than the remote controller) can be 
transmitted. Thus, as described, for example, at paragraph [0022] of Applicants' specification, 
the central controller 300 controls the multiple air conditioners 250 based on air conditioner 
communication protocols, while the remote controller C controls the multiple air conditioners 
250 using a suitable protocol, such as, for example, an Ethemet communication protocol") are 
not recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181. 26 USPQ2d 1057 (Fed. Cir. 1993). 



Application/Control Number: 10/702,469 Page 17 

Art Unit: 2125 

12. Applicant's arguments, see pages 7-8, filed 11/27/2006, with respect to the 
rejection of claims 7 and 8 under 35 U.S.C. 102(e) as being anticipated by Masui et al. 
US 2003/0140637 have been fully considered but they are not persuasive. 

Applicants submit that Masui's transmission means 6 is not physically separate 
from and attached locally through a cable with the central processing means 10 and 
transmission means 13 (e.g., see Fig. 1 of Masui et al.). However, in Fig. 1, 
transmission means is clearly depicted within a "box" 6 that is physically separate from 
and attached locally through a "cable" (depicted line) with the central processing means 
depicted in "box" 10. Whether or not these components may be contained within some 
larger "box" is not considered relevant to the language of the claims. 
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Conclusion 



13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ryan A. Jarrett whose telephone nuniber is (671) 272- 
3742. The examiner can normally be reached on 10:00-6:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Leo Picard can be reached on (671) 272-3749. The fax phone number for 
the organization where this application or proceeding is assigned is 671-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 671-272-1000. 



Ryan A. Janrett 
Examiner 
Art Unit 2126 
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